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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-49 have been considered but are moot in view of 
the new ground(s) of rejection. The finality of the last action has been withdrawn. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-30 are rejected under 35 U.S.C. 102(a) as being anticipated by Beck et al. (U.S. Patent 
No. 5,903,723). 

4. In regard to claim 1 , Beck disclosed means for separating the electronic mail into first data 
including text data and second data when the received electronic mail includes the second data; means 
for inserting an identifier associated with the second data into the first data; and means for sending only 
the first data with the identifier to the receiving terminal; wherein the identifier permits retrieval of the 
second data by the receiving terminal. A user wished to send an email with an attachment. The 
attachment was "separated" by storing it locally to the sending user. The email message was then 
transmitted with an "attachment reference" which was a hyperlink that identified the location of the 
"separated" attachment. See Beck, column 5, lines 6-33. 
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5. In regard to claim 2, Beck is applied as in claim 1 . Beck further disclosed means for storing the 
second data; wherein the first data with the identifier inserted therein is sent by said sending means to the 
receiving terminal through the communication line. Column 5, line 24 showed the storing of the 
attachment. Column 5, lines 11-19 showed the transmission of an email message with an "attachment 
reference" which identified the location of the attachment. 

6. In regard to claim 3, Beck is applied as in claim 2. Beck further disclosed the second data stored 
in said storing means is sent to the receiving terminal or deleted from the storing means in response to a 
request from the receiving terminal. See Beck, column 6, lines 1-7. 

7. In regard to claim 4, Beck is applied as in claim 2. Beck further disclosed means for assigning a 
temporary tag for the second data and placing the temporary tag into the first data when the second data 
is separated from the first data, said inserting means replacing the temporary tag with the identifier that 
permits retrieval of the second data. This was the step of inserting the "attachment reference", or pointer 
into the email message. A "temporary tag" was inherent to the separation of the attachment and insertion 
of the pointer. 

8. In regard to claim 5, Beck is applied as in claim 1 . It was inherent to Beck that the email was 
communicated over the Internet. 

9. In regard to claim 6, Beck is applied as in claim 1 . As previously shown in the rejection of claim 
1 , the second data which was separated from the first data was an email attachment file. 

10. In regard to claim 7, Beck is applied as in claim 1 . Beck further disclosed the second data 
comprises at least one of graphic data and a computer executable program. See Beck, column 6, line 60. 

1 1 . Claim 8 has substantially the same limitations as claim 1 . 

12. Claim 9 has substantially the same limitations as claim 2. 

1 3. The limitations of claim 1 0 are substantially the same as the limitations of claim 3. 

1 4. The limitations of claim 1 1 are substantially the same as the limitations of claim 4. 

1 5. The limitations of claim 1 2 are substantially the same as the limitations of claim 5. 

16. The limitations of claim 13 are substantially the same as the limitations of claim 6. 

17. The limitations of claim 14 are substantially the same as the limitations of claim 7. 
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1 8. The limitations of claim 1 5 are substantially the same as the limitations of claim 1 . 

19. The limitations of claim 16 are substantially the same as the limitations of claim 2. 

20. The limitations of claim 17 are substantially the same as the limitations of claim 3. 

21 . The limitations of claim 1 8 are substantially the same as the limitations of claim 4. 

22. In regard to claim 19, Beck is applied as in claim 1 . Beck further disclosed the identifier 
comprises a URL See Beck, column 6, lines 23-33. 

23. In regard to claim 20, Beck is applied as in claim 1 . Beck further disclosed the identifier is 
inserted into the first data by appending the identifier to an end of the first data. Beck, column 6, lines 1- 
7. 

24. The limitations of claim 21 are substantially the same as the limitations of claim 19. 

25. The limitations of claim 22 are substantially the same as the limitations of claim 19. 

26. The limitations of claim 23 are substantially the same as the limitations of claim 1 . 

27. In regard to claim 24, Beck is applied as in claim 23. It was inherent that the email message 
contained text data. 

28. The limitations of claim 25 are substantially the same as the limitations of claim 6. 

29. The limitations of claim 26 are substantially the same as the limitations of claim 7. 

30. The limitations of claim 27 are substantially the same as the limitations of claim 19. 

31 . The limitations of claim 28 are substantially the same as the limitations of claim 20. 

32. The limitations of claim 29 are substantially the same as the limitations of claim 1 . 

33. The limitations of claim 30 are substantially the same as the limitations of claim 1 . 
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34. Claims 1-30 are rejected under 35 U.S.C. 102(b) as being anticipated by Kuzma (U.S. Patent No. 
5,771,355). 

35. In regard to claim 1 , Kuzma disclosed means for separating the electronic mail into first data 
including text data and second data when the received electronic mail includes the second data; means 
for inserting an identifier associated with the second data into the first data; and means for sending only 
the first data with the identifier to the receiving terminal; wherein the identifier permits retrieval of the 
second data by the receiving terminal. A user wished to send an email with an attachment. The 
attachment was "separated" by storing it locally to the sending user. The email message was then 
transmitted with an "attachment reference" which was a hyperlink that identified the location of the 
"separated" attachment. See Kuzma, column 5, lines 1-28. 

36. In regard to claim 2, Kuzma is applied as in claim 1 . Kuzma further disclosed means for storing 
the second data; wherein the first data with the identifier inserted therein is sent by said sending means to 
the receiving terminal through the communication line. Column 5, line 19 showed the storing of the 
attachment. Column 5, lines 3-10 showed the transmission of an email message with an "attachment 
reference" which identified the location of the attachment. 

37. In regard to claim 3, Kuzma is applied as in claim 2. Kuzma further disclosed the second data 
stored in said storing means is sent to the receiving tenvinal or deleted from the storing means in 
response to a request from the receiving terminal. See Beck, column 5, line 65 - column 6, line 2. 

38. In regard to claim 4, Kuzma is applied as in claim 2. Kuzma further disclosed means for 
assigning a temporary tag for the second data and placing the temporary tag into the first data when the 
second data is separated from the first data, said inserting means replacing the temporary tag with the 
identifier that permits retrieval of the second data. This was the step of inserting the "attachment 
reference", or pointer into the email message. A "temporary tag" was inherent to the separation of the 
attachment and insertion of the pointer. 

39. In regard to claim 5, Kuzma is applied as in claim 1 . It was inherent to Kuzma that the email was 
communicated over the Internet. 
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40. In regard to claim 6, Kuzma is applied as in claim 1 . As previously shown in the rejection of claim 
1 , the second data which was separated from the first data was an email attachment file. 

41 . In regard to claim 7, Kuzma is applied as in claim 1 . Kuzma further disclosed the second data 
comprises at least one of graphic data and a computer executable program. See Kuzma, column 6, line 
56. 

42. Claim 8 has substantially the same limitations as claim 1 . 

43. Claim 9 has substantially the same limitations as claim 2. 

44. The limitations of claim 1 0 are substantially the same as the limitations of claim 3. 

45. The limitations of claim 1 1 are substantially the same as the limitations of claim 4. 

46. The limitations of claim 12 are substantially the same as the limitations of claim 5. 

47. The limitations of claim 13 are substantially the same as the limitations of claim 6. 

48. The limitations of claim 14 are substantially the same as the limitations of claim 7. 

49. The limitations of claim 1 5 are substantially the same as the limitations of claim 1 . 

50. The limitations of claim 16 are substantially the same as the limitations of claim 2. 

51 . The limitations of claim 1 7 are substantially the same as the limitations of claim 3. 

52. The limitations of claim 18 are substantially the same as the limitations of claim 4. 

53. In regard to claim 1 9, Kuzma is applied as in claim 1 . Beck further disclosed the identifier 
comprises a URL. See Kuzma, column 6 t lines 19-29. 

54. In regard to claim 20, Kuzma is applied as in claim 1 . Kuzma further disclosed the identifier is 
inserted into the first data by appending the identifier to an end of the first data. Kuzma, column 5, line 65 
- column 6, line 2 

55. The limitations of claim 21 are substantially the same as the limitations of claim 1 9. 

56. The limitations of claim 22 are substantially the same as the limitations of claim 19. 

57. The limitations of claim 23 are substantially the same as the limitations of claim 1 . 

58. In regard to claim 24, Kuzma is applied as in claim 23. It was inherent that the email message 
contained text data. 

59. The limitations of claim 25 are substantially the same as the limitations of claim 6. 
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60. The limitations of claim 26 are substantially the same as the limitations of claim 7. 

61 . The limitations of claim 27 are substantially the same as the limitations of claim 1 9. 

62. The limitations of claim 28 are substantially the same as the limitations of claim 20. 

63. The limitations of claim 29 are substantially the same as the limitations of claim 1 . 

64. The limitations of claim 30 are substantially the same as the limitations of claim 1 . 
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65. Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Arnold (U.S. Patent No. 
6,275,848). 

66. In regard to claim 1 , Arnold disclosed means for separating the electronic mail into first data 
including text data and second data when the received electronic mail includes the second data (an 
attachment is "detached" from the message; column 2, lines 30-35); means for inserting an identifier 
associated with the second data into the first data (a pointer is inserted into the message, where the 
pointer is linked to the remote site where the attachment is stored; column 2, lines 35-37); wherein the 
identifier permits retrieval of the second data by the receiving terminal (The pointer identifies and links to 
the remotely located attachment... Recipients of the electronic message may access the attachment by 
enabling the pointer; column 2, lines 41-50). 

67. In regard to claim 2, Arnold is applied as in claim 1. Arnold further disclosed means for storing 
the second data (column 2, lines 35-36); wherein the first data with the identifier inserted therein is sent 
by said sending means to the receiving terminal through the communication line (column 2, line 26). 

68. In regard to claim 3, Arnold is applied as in claim 2. Arnold further disclosed the second data 
stored in said storing means is sent to the receiving terminal or deleted from the storing means in 
response to a request from the receiving terminal (column 2, lines 41-50). 

69. In regard to claim 4, Arnold is applied as in claim 1 . Arnold further disclosed means for assigning 
a temporary tag for the second data and placing the temporary tag into the first data when the second 
data is separated from the first data, said inserting means replacing the temporary tag with the identifier 
that permits retrieval of the second data. This was the step of inserting the pointer into the email 
message. A "temporary tag" was inherent to the separation of the attachment and insertion of the pointer. 

70. In regard to claim 5, Arnold is applied as in claim 1 . It was inherent to Arnold that the email was 
communicated over the Internet. 

71 . In regard to claim 6, Arnold is applied as in claim 1 . Arnold further disclosed the second data 
comprises an attached file (column 2, lines 20-50 referred to the detachment, storage, and reference by 
pointer or value of an attachment for electronic mail messages). 
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72. In regard to claim 7, Arnold is applied as in claim 1 . Arnold further disclosed the second data 
comprises at least one of graphic data and a computer executable program. Arnold, column 5, lines 1 6- 
18. 

73. The limitations of claim 8 are substantially the same as the limitations of claim 1 . 

74. The limitations of claim 9 are substantially the same as the limitations of claim 2. 

75. The limitations of claim 10 are substantially the same as the limitations of claim 3. 

76. The limitations of claim 1 1 are substantially the same as the limitations of claim 4. 

77. The limitations of claim 12 are substantially the same as the limitations of claim 5. 

78. The limitations of claim 13 are substantially the same as the limitations of claim 6. 

79. The limitations of claim 14 are substantially the same as the limitations of claim 7. 

80. The limitations of claim 1 5 are substantially the same as the limitations of claim 1 . 

81 . The limitations of claim 16 are substantially the same as the limitations of claim 2. 

82. The limitations of claim 17 are substantially the same as the limitations of claim 3. 

83. The limitations of claim 18 are substantially the same as the limitations of claim 4. 

84. In regard to claim 19, Arnold is applied as in claim 1 . Arnold further disclosed the identifier 
comprises a URL (column 3, lines 60-62) 

85. In regard to claim 20, Arnold is applied as in claim 1 . Arnold further disclosed the identifier is 
inserted into the first data by appending the identifier to an end of the first data, (column 2, lines 37-38) 

86. The limitations of claim 21 are substantially the same as the limitations of claim 19. 

87. The limitations of claim 22 are substantially the same as the limitations of claim 19. 

88. The limitations of claim 23 are substantially the same as the limitations of claim 1 . 

89. In regard to claim 24, Arnold is applied as in claim 23. It was inherent that the email message 
contained text data. 

90. The limitations of claim 25 are substantially the same as the limitations of claim 6. 

91 . The limitations of claim 26 are substantially the same as the limitations of claim 7. 

92. The limitations of claim 27 are substantially the same as the limitations of claim 19. 

93. The limitations of claim 28 are substantially the same as the limitations of claim 20. 
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94. The limitations of claim 29 are substantially the same as the limitations of claim 1 

95. The limitations of claim 30 are substantially the same as the limitations of claim 1 
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Conclusion 



96. Applicant's amendment of 8/19/2004 following the non-final action of 4/16/2004 necessitated the 
new ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jason Cardone can be reached on 571-272-3933. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). /? f ^ 




